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November 7, 2001 



James D. Laur, Esq. 
Deputy General Counsel 
CEDARS-SINAI MEDICAL CENTER 
8700 Beverly Boulevard - Room 2112 

Los Angeles, California 90048-1865 >x 7 ^SQq^ 

Re: U. S. CIP Patent Application on 

TRANSFECTION, STORAGE AND TRANSFER OF MALE GERM CELLS FOR 
GENERATION OF TRANSGENIC STEM CELLS 
Serial No.: 09/292,723 
Filed: April 15, 1999 

Inventors: Carol W. Readhead, Robert Winston, H. Phillip Koeffler, and Carsten 
Muller 

Our Docket No.: 18810-80334 (041795) 



Dear Jim: 

Enclosed for your files is a Terminal Disclaimer, Response to Office Action, and 
Supplemental Amendment filed recently in the United States Patent and Trademark Office ("USPTO"), 
concerning the above-referenced application. It will be several months before we hear from the USPTO. 
We will keep you apprised of any developments that occur. 



In the meantime, if you have any questions regarding the above, please do not hesitate 



to call. 
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Enclosure* ™ 
cc: Ms. @trt§a N. Pierson (w/o end.) 
Ms. Str(8a Latter (w/ end.) 
EdwHd G£ Poplawski, Esq. (w/o end.) 
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TERMINAL DISCLAIMER TO OBVIATE A PROVISIONAL DOUBLE 
PATENTING REJECTION OVER A BEIflTJtNQ SECOND APPLICATION 




Docket No 
P07 41795 (181 



In re Application of: Readhead et al, 
Application No. 09/292,723 
Filed: April 15, 1999 

For: Transfection, Storage and Transfer 



ells for Generation of Transgenic Stem Cells ^ 



The owner, 



CEDARS-SINAI MEDICAL CENTER 



of 



entire 



^300 



interest in the instant application hereby disclaims, except as provided below, the terminal part of the statutory term of 
any patent granted on the instant application, which would extend beyond the expiration date of the full statutory term 
defined in 35 U.S.C. 154 to 156 and 173 as shortened by any terminal disclaimer filed prior to the grant of any patent 

granted on pending second Application Number 09/191,920 , filed on November 13, 1998 

The owner hereby agrees that any patent so granted on the instant application shall be enforceable only for and 
during such period that it and any patent granted on the second application are commonly owned. This agreement 
runs with any patent granted on the instant application and is binding upon grantee, its successors or assigns. 

In making the above disclaimer, the owner does not disclaim the terminal part of any patent granted on the instant 
application that would extend to the expiration date of the full statutory term as defined in 35 U.S.C. 154 to 156 and 
173 of any patent granted on the second application, as shortened by any terminal disclaimer filed prior to the patent 
grant, in the event that any such granted patent: expires for failure to pay a maintenance fee, is held unenforceable, 
is found invalid by a court of competent jurisdiction, is statutorily disclaimed in whole or terminally disclaimed under 
37 CFR 1.321, has all claims cancelled by a reexamination certificate, is reissued, or in any manner terminated prior 
to the expiration of its full statutory term as shortened by any terminal disclaimer filed prior to its grant. 

Check either box 1 or 2, if appropriate. 

1. □ For submissions on behalf of an organization (e.g., corporation, partnership, university, government 

agency, etc.), the undersigned is empowered to act on behalf of the organization. 

I hereby declare that all statements made herein of my own knowledge are true and that all statements made on 
information and belief are believed to be true; and further that these statements were made with the knowledge that 
willful false statements and the like so made are punishable by fine or imprisonment, or both, under Section 1001 of 
Title 18 of the United States Code and that such willful statements may jeopardize the validity of the application or 
any patent issued thereon. 

2. IS The undersigned is an attorney of record. 

3. Owner/applicant is (3 Small entity □ Large entity 



S55.00 



and is to be paid as follows: 



The terminal disclaimer fee under 37 CFR 1.20(d) is 

□ A check in the amount of the fee is enclosed. 

a The Commissioner is hereby authorized to charge any fees which may be required, or credit any overpayment, 
to Deposit Account Number 50-1597 . A duplicate copy of this sheet is enclosed. 

PTO suggested wording for terminal disclaimer was 

IS changed (Assignment by Carol Readhead, H. Phillip Koeffler and Carsten Miiller to 
idical Center, recorded 7/6/99, recites "entire right, title and interest," not "percent.") 

Dated: September 24, 2001 




Name and Address of Person Signing 



Nisan A. Steinberg, Ph.D 
Registration No. 40,345 
SIDLEY AUSTIN BROWN & WOOD 
555 West Fifth Street 
Los Angeles, CA 90013-1010 
Ofc: 213/896-6665 
Fax: 213/896-6600 



I certify that this document and fee is being deposited on 

09/24/01 with the U.S. Postal Service as first 

class mail under 37 C.F.R. 1.8 and is addressed to the 
Assistant Commissioner for Patents, Washington, D.C 
20231. 




Signature ofPb^on Mailing Correspondence 



Ann Weiss 



Typed or Printed Name of Person Mailing Correspondence 
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